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2. Prosecution Effectiveness of TW Corp before USPTO 
 
3. Leveraging Big Data in Prosecution: 3 Real Cases 



1. US Patent Filing Trend by TW Corp 

  USPTO TW Corp 

簡報者
簡報註解
USPTO – black box.



Grant Rate of Applications since 2013 

80% 

50% 

Source：https://patentlyo.com/patent/2015/08/uspto-allowance-rate.html 

簡報者
簡報註解
Grant rate of TW corp vs. Grant rate of CN corp.  KR: 77%



Rejection Statistics 

簡報者
簡報註解
112



RCE 



Interview Statistics 

簡報者
簡報註解
CN: 20%



Appeal Statistics 



800$ 

Ref: Ex Parte Appeal as a Potential Means to Quick Allowances 

Asian companies have rarely filed appeals. 

About Appeal 



Ref: Ex Parte Appeal as a Potential Means to Quick Allowances 

USTPO Overall Appeal Statistics 



Appeal Statistics 



2. Prosecution Effictiveness - 
Examiner Profile 

Examiner A: Paul A Thatcher 
• Art Unit: 2172 
• Allowance Rate: 8.6% 
• Average time to allowance:  

2 year, 9 months 
• Average # of Office Actions: 

2.6 
• Percent of cases with an 

appeal cycle: 6.9% 

Examiner B: Matthew Ell 
• Art Unit: 2172 
• Allowance Rate: 62.8% 
• Average time to allowance:  

2 years, 5 months 
• Average # of Office Actions: 

3.1 
• Percent of cases with an 

appeal cycle: 15.7% 



Examiner Productivity System 

簡報者
簡報註解
Examiners in the US are held to productivity standards by way of a point systemEach examiner is required to score a certain number of points within each period of two weeksExaminers can score points by doing work (writing office actions, writing an appeal answer, or granting a patent)



Primary & Secondary Examiners 



A-Type Examiner（Grant Rate > 70%） 



C-Type Examiner（Grant Rate < 30%） 



Example: 3690 Art Unit 

Ref: Surviving Alice in the Finance Arts, by Mark Nowotarski 

簡報者
簡報註解
There are currently about 80 examiners in this Work Group.  The Work Group produces about 8400 office actions on the merits per year (i.e. nonfinal rejections, final rejections and allowances).  Prior to Alice, about 2100 of the actions per year were allowances (25% of the total actions).  Post Alice, only 220 of the actions per year have been allowances (2.6% of the total actions).



TW Corp in 3690 



How to Overcome Alice Rejection？ 

Reference successful cases 



Preventive Measures When Drafting 

1. A computer-implemented method for redirecting a self-
driving vehicle to a physical location of a car shop… 
 

1. A method of navigating a self-driving vehicle to a 
destination… 



3. 3 Real Cases 

1. App. No.: 14/303,*** 
Suggested: filing RCE;  
Actual: filed RCE and got grant right after. 
 
2. App. No.: 14/572,*** 
Suggested: filing RCE;  
Actual: filed RCE and got grant right after. 
 
3. App. No.: 14/286,*** 
Suggested: ABD;  
Actual: still filed RCE and got rejection again. 



1) 14/303,*** 

TITLE: PROCESSING SYSTEM AND METHOD FOR THE SCANNING CONTENT 

Final Rejection (2016-08-08): 
All pending claims were 
rejected as being obvious 
over the references. 

Yesnull



Examiner Data 

Not many applications 
with RCE, but a high grant 
rate out of a first RCE. 



Examiner Data 



Invention per se 



Suggestions & Actual Response 

Suggestions we made (2016-09-30) Response by Prospect (2016-11-08) 

Amendment: XXX followed our suggestion and added 
another related limitation 

Arguments: 

References fail to disclose that a plurality 
of task tables corresponding to a plurality 
of ways of selecting the area 
respectively.  Emphasize the benefit out 
of corresponding different selected ways 
to different task table, i.e., enabling an 
efficient and structurized way  of 
processing and storing a scanned 
document. 

Followed our suggestion 

Response: AFCP (P3).  Upon receiving advisory 
action afterwards, then file RCE. Filed RCE 

Note:  About AFCP timing: File an AFCP response within two months of the final office 
action’s mailing date to minimize the impact of extension fees. 



Outcome 



2) 14/572,*** 

TITLE:  WIRELESS MUSIC PLAYING METHOD, WIRELESS MUSIC PLAYING SYSTEM 
AND WIRELESS MUSIC PLAYER 

Final Rejection (2016-08-02): 
All pending claims were 
rejected as being obvious 
over the references. 



Examiner Data 

A high percentage of 
applications with RCE 



Examiner Data 

A TOUGH Examiner, but: 
1. may get a good chance 
in requesting interview; 
2. will not wait long upon 
filing a RCE. 



Invention per se 



Suggestions & Actual Response 

Suggestions we made (2016-09-30) Response by Prospect (2016-10-30) 

Arguments: 

To realize automatically classified playing 
accoriding to user preference setting 
(time, source, sound volume and effect, 
etc.) in advance, thereby significantly 
improving user experience without the 
need of physical manipulation 
afterwards.  

Partly followed our suggestion 

Response: 

Draft claim amendments, request a pre-
review interview with the Examiner, and 
seek the Examiner’s opinion about the 
draft claims.  If he’s ok, then file RCE.   

Filed RCE 

Note:  Given the examiner data, it is worth filing a RCE if the invention is important to 
applicant, but we would suggest a pre-review interview before the RCE filing. 



Outcome 

24 DAYS after 
the response 



3) 14/286,*** 

TITLE: AMOLED DISPLAY PANEL, METHOD OF FABRICATING FILM LAYER AND 
DISPLAY APPARATUS 

The 6th OA and Examiner 
cited 9 references! 
Tough examiner? 



Examiner Data 

Name Allow Rate % RCE % Appeal 
Time from 1st OA to 
Allowance 

Total 
Cases 

SAMSUNG 95.5% 4.8% 0% 7 M 30 
LG 100% 0% 0% 6 M 15 
IBM 100% 9.1% 0% 4 M 18 
TSMC 100% 0% 0% 7 M 10 
MICRON 100% 28.6% 0% 6 M 11 



Why? 

1. The original Claim 1 is too broad.  
Examiner cited new references each 
time, to show the invention is 
basically claiming prior art; 

2. Applicant made very minor 
amendments each time; 

3. Had 2 interviews but did not prepare 
well (cannot answer questions 
presented by Examiner during the 
interviews); 

4. The application was not drafted well: 
invention not sufficiently disclosed 
and nothing in the specification can 
support a further narrower 
amendment. 



3. Response & Outcome 

Suggestions we made (2016-10-14) Response by Prospect (2016-10-28) 

Response: ABD: neither RCE nor Appeal will work Requested another interview (not 
successful), and filed RCE 

A new 20-page OA 
citing case law issued 

(2016-11-22)! 



Strategic Prosecution 

Faster grant, broader claims 

Successful 
cases 

Examiner 
Art unit 

簡報者
簡報註解
Examiner: A or C type?  Early career?  Different response strategies.
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