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Big Data 

https://www.sportyverse.com/2016/04/big-data-analytics-whats-sports/ 



Law 

Now It’s time for 
the same to 
happen 
in the field of Law! 



Significant Variability in Examiner Approach  

Examiner A: Paul A Thatcher 

• Art Unit: 2172 

• Allowance Rate: 5% 

• Average time to allowance:  

1 year, 10 months 

• Average # of Office Actions: 
2.5 

• Percent of cases with an 
appeal cycle: 5% 

Examiner B: Matthew Ell 

• Art Unit: 2172 

• Allowance Rate: 58.8% 

• Average time to allowance:  

5 years, 4 months 

• Average # of Office Actions: 
3.4 

• Percent of cases with an 
appeal cycle: 12.3% 



Significant Variability in Court Timing 
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Examples: 

Leveraging Big Data 
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Use Case #1 
 

Response to Final Rejection 

9 
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Good news:  
Only 10% of patents 

required two or more RCEs 
(110 out of 1,141 patents) 

A Small Number of What are Likely the Lowest Quality Patents 
Has Drained a Disproportionally Large Percentage of  

Available Response Filing Dollars 
 
 

Total Patents Issued May 5, 2013-current 

1031, 90% 

110, 10% 

Fewer than 2 RCEs per patent 2 or more RCEs per patent



74% 

26% 

Fewer than 2 RCEs per patent 2 or more RCEs per patent
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Average 
$3,982in 

response filing 
per patent* 

Average $13,250 in 
response filing per patent* 

* Assumes $2,500 per Response 

Average 1.6 
responses filed 

per patent 

Average 4.8 responses 
per patent 

A Small Number of What are Likely the Lowest Quality Patents 
Has Drained a Disproportionally Large Percentage of  

Available Response Filing Dollars 
 
 Bad News:  

More than $1,000,000 
was invested in the filing 
of responses in the 110 
granted applications 

Total Patent Responses Filed for Patents 
Issued May 5, 2013-Current 



12 

Good News:  
Two or more RCEs were filed 

in only 13% of abandoned 
applications 

 (42 out of 315 applications) 

A Small Number of Abandoned Applications Has 
Drained a Disproportionally Large Percentage of 

Available Response Filing Dollars 
 

Total Applications Abandoned May 5, 2013-Current 

42, 13% 

273, 87% 

2 or more RCEs per patent Fewer than 2 RCEs per patent



27% 

73% 

2 or more RCEs per patent Fewer than 2 RCEs per patent
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Bad News:  
Approximately $600,000 
was invested in the filing 
of responses in the 42 
abandoned applications 

Average $6,566 
in response 

filing per 
patent* 

Average $15,774 
in response filing 

per Patent* 

Average 2.6 
Responses filed per 

patent 

Average 6.3 
responses filed per 

patent 

A Small Number of Abandoned Applications Has 
Drained a Disproportionally Large Percentage of 

Available Response Filing Dollars 
 

Total Responses Filed for Abandoned Applications  
May 5, 2013-Current 

* Assumes $2,500 per Response 



In Response to Final Rejection 
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Selectively 
open 

alternative 
prosecution 

paths 

Review key data 
points for 
pending 

applications  



Application 13/258***, finally filed an appeal after 3 RCEs and 7 OAs 

RCE Vs. Appeal 



The Examiner’s Overview Data 



The Examiner’s RCE Statistics 



The Examiner’s Appeal Statistics 



About APPEAL 

Asian companies have rarely filed appeals. 

800$ 

Ref: Ex Parte Appeal as a Potential Means to Quick Allowances 



Appeal Overview Statistics 

Ref: Ex Parte Appeal as a Potential Means to Quick Allowances 



The Examiner’s Rejection Statistics 



Application 13/258***, finally filed an appeal after 3 RCEs and 7 OAs 

RCE Vs. Appeal 



Custom Alice Report 



Business 

Value 

Prosecution 
Value 

Patent Value 

Patent Value in the Era of Big Data 



Use Case #2 
 

Manage Patent Portfolio 

25 



Quickly Identify Problem Applications 



Portfolio Monitor 



Portfolio Monitor 1: Identify Applications of 
Potentially Low Prosecution Value 



Monitor conditions: 
1) the Examiner had a very low allowance rate; and 
2) the overall likelihood of winning on appeal was high. 

 

Appeal statistics: 

Portfolio Monitor 2: Identify Applications  
Worth Appeal 



May also consider interview 
upon receiving OA 

Portfolio Monitor 3: Identify Applications  
of High Prosecution Value 



Use Case #3 
 

Choose the Right Litigation Strategy 

31 



Plaintiff: To Choose a Preferable Venue 

Court 
tendency 

Familiarity 
with the court 

& its judges 

Available 
remedies, etc. 

Defendant’s 
litigious 
behavior 

Timing & 
Budget 



N.D. Cal.: Timing 



National: Timing 



N.D. Cal.: Case Resolution 



National: Case Resolution 



N.D. Cal. 

Judge 
Orrick III 

Judge Orrick III: Typical or Atypical? 



Defendant: To Come Up with the Right Defense Strategy 



Success & Timing: Motion to Transfer 



Determine Successful Motion Strategy 



Use Case #4 
 

Evaluate External Litigation Counsel 

41 



Sidley Austin Vs. Quinn Emanuel 

© 2016 Altitude Acquisitions 



Sidley Austin: Overview 



Quinn Emanuel: Overview 



Sidley Austin: Client List 



Quinn Emanuel: Client List 



Sidley Austin: Case Resolution 



Quinn Emanuel: Case Resolution 



# of Patent Cases before N.D. Cal 



Timing (Patent Cases) before N.D. Cal 



Before PTAB: Representing Patentee 



Before PTAB: Representing Petitioner 



Use Case #5 
 

Identify Patents of High Business Value 

53 



USPTO PUB PAIR: 
 
• case number search; 
• prosecution history of an 

individual patent application 

PatentAdvisor: 
 
• All file wrappers OCR-ed; 
• A variety of searches available, e.g., 

key word search and number search 
across the whole database 

Prosecution History Search 



PatDocSearch for OA Forward Citation 
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Search across OAs to see 
whether your patents 
have been cited against 
competitors. 



Top 10 patents  
in # of Forward Citation 

Top 10 Forward Citation 

US5922072 

US6163274 

US6223209 

US6359270 

US6480753 

US6546014 

US6636845 

US6643633 

US6721727 

US6871190 

Top 10 Cited by Examiners in OAs 

US7567188 

US8601533 

US9116638 

US6912399 

US7299468 

US7245725 

US8230069 

US7054877 

US7099674 

US7869401 

Top 10 patents  
cited by USPTO Examiners in OAs 

to reject patentability of other 
applications 

More Frequently Cited Patents are of High Business Value 



The Business Value of the OA Cited Patents 

Evaluate 
patent 

portfolio 

Identify 
high value 

patents 

Look for 
potential 
licensees 

Look for 
potential 
infringers 

Etc. 
Look for R&D 
collaborators 



謝  謝！ 

http://www.keepcalm-o-matic.co.uk/ 


